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Trade-Marks - 2002 in Review

by Rob MacDonald - Gowlings

Roger Hughes - Sim Hughes Ashton & McKay


The year 2002 has not only brought its usual crop of trade-mark issues, confusion between one mark and another, registrability or not of certain marks but more importantly has brought forward several cases and trends of note, although none decided by the Supreme Court of Canada.


The cases for the year 2002 have been summarized and are attached.  However, we should like to concentrate on a few of these cases and trends that point to the evolution of trade-mark law in the past year:

1. Section 9: Section 9 (1)(n)(iii) gives to a "public authority" which has "adopted and used" a "mark" the right to require that the Registrar of publish notice of that adoption and use in the Trade-marks Journal after which no party shall use that mark without the permission of the public authority.  A great deal of controversy has arisen as to who qualifies as a "public authority" and what constitutes "adoption and use".  Some of these concepts have been discussed during the past year.

In the case of the Ontario Association. of Architects v. Association. of Architectural Technologists of Ontario an association had requested that the Registrar of Trade-marks give public notice under these provisions of the Trade-Marks Act of its adoption of a mark.  The Federal Court of Appeal, having indicated that the proper way to challenge any such notice is by way of judicial review under section 18 of the Federal Court Act, stated that the test as to whether a body was a "public authority" was a two part test in which the Court must enquire as to (1) the relevant degree of government control and (2) whether there was a public benefit contributed by the putative public authority.  In this particular case, the simple fact that the Association was a creature of provincial statute, was insufficient to give it the necessary degree of government control.  We understand that leave is being sought to appeal to the Supreme Court of Canada.

As a result of the Architects case, the Registrar of Trade-marks has now given notice that it will require any organization that seeks to have notice published under section 9(1)(n)(iii) to provide evidence under this two part test that it is indeed a "public authority".  It has yet to be determined as to the level of evidence that may be required to sufficiently satisfy the Registrar in this regard.  

A good example of the application of the two part test is in the Canadian Jewish Congress case where the Trial Division of the Federal Court and applying the two part test, held that a foreign charity operating in Ontario would not be considered to have a sufficient degree of government control simply because it could be asked for the relevant Ontario government ministry to furnish certain financial information.

The Federal Court of Appeal in the FileNET case has considered the issue of "adoption and use".  In this case the Court of Appeal stated that, lacking any other evidence, the Court could assume that the request made of the Registrar to publish the notice, was sufficient evidence of adoption (and presumably use).  

2. Registration as a Defence:  It has long been an open question as to whether a party who had registered a trade-mark can, in fact, use that registration as a defence to an action for passing off (or infringement).  The Ontario Court of Appeal, in the Molson v. Oland case, decided that it could.  Distinguishing a line of English cases that held that a trade-mark registration could not on the basis that the United Kingdom statute contained provisions specifically excluding registration as a defence whereas the Canadian Trade-Marks Act, section 19, granted to the registered owner "the exclusive use of the trade-mark throughout Canada".  We understand that this case will not be appealed to the Supreme Court of Canada.

3. Courts Clash with ICANN:  The internet and in particular, domain names and the assignment and use of those names, has been considered to be the "turf" of bodies such as ICANN.  Not so says the Judge of the Ontario Superior Court exercising its jurisdiction over the parties themselves, the Court held that notwithstanding ICANN, that the Court could determine whether the use of a domain name was or was not interfering with trade-mark rights of a party.


This adds an interesting new dimension to the whole field of the assignment of domain names given the apparently somewhat arbitrary assignments of domain names and the often questionable resolution of disputes over those assignments by the ICANN body.  It is interesting that at least in Ontario the parties may turn to the Courts for the resolution of these disputes.

4. Functionality:  The LEGO case, Kirkbi, a decision of the Federal Court Trial Division reminds us that even if a distinguishing guise may meet all the criteria required of a trade-mark including public recognition established by way of surveys, the Court may still refuse to recognize that guise as a trade-mark.  If the Court is persuaded that that guise has an overriding functional aspect to it.  In this case, the "trade-mark" at issue was the design of a peg in a LEGO device used to interlock one LEGO block with another.  In survey evidence, it established that the public had a significant level of recognition and awareness of these pegs and identified them with the LEGO company.  Nonetheless, the Court was satisfied that these pegs were functional and did not afford them protection as a trade-mark thereby permitting a competitor who had similar projections on its blocks designed to fit both its own blocks and those of the LEGO company to continue to make and sell its products.  We understand that this case is on appeal.

5. Famous Marks:  The Italian ham producers of the Parma region, for years, and in many countries, have been endeavouring to establish the name "Parma" as a trade-mark indicative of the source of its meats alone.  In Canada, this endeavour came in the form of a challenge to an existing registration by a Canadian meat company of the trade-mark including the word "Parma".  One may think of the series of "champagne" cases in which the champagne producers of France have endeavoured over the years to similarly establish their mark in various countries of the world.


The Federal Court of Appeal, notwithstanding survey evidence of meat producers and the like (but not the consuming public) held that the name "Parma" was simply not sufficiently established as having a reputation in Canada among the consumer public so as to have acquired the necessary distinctiveness as the trade-mark.


Canada has been one of the lagging countries when it comes to recognizing so called "famous marks" as evidence for instance by the Pink Panther case (United Artists v. Pink Panther Beauty Corp.) (1998) 80 CPR (3d) 247, a decision of the Federal Court of Appeal.  While leave was granted, the Supreme Court of Canada was settled before the case was argued (it may be that the last chapter has not been written on this topic).

Attachment

Black v. Molson Canada [2002] O.J. No. 2820 (Ont. S.C.J.).

In this application, the applicant sought a declaration that he is the rightful registrant of the domain name and that the respondent has no rights to the domain name as against the applicant.  The domain name in question was “canadian.biz”.  Molson Canada commenced a complaint with the National Arbitration Forum (the “NAF”) against the applicant in connection with his registration of the domain name on April 26, 2002.  The NAF is a dispute resolution provider accredited by ICANN to provide “administrative hearings” of a summary nature in order to resolve disputes between domain name registrants and complainants.  As a registrant of a “.biz” domain name, the applicant agreed in his Registration Agreement to submit to such an administrative hearing, if commenced.  The NAF is mandated to employ the ICANN Start-up Trademark Opposition Policy (“STOP”), the ICANN Uniform Dispute Resolution Policy (“UDRP”) and STOP Rules, to resolve complaints.  NAF appointed Robert R. Merighe Jr. to adjudicate the dispute.  In his decision, he directed that the registration of the domain name canadian.biz be transferred to Molson Canada.  However, pursuant to para. 4(k) of the UDRP and STOP, by issuing the within application and delivering a copy to the applicable registrar, the applicant has caused the transfer of the domain name to be automatically frozen pending the decision of the court.  The criteria used by Mr. Merhige in arriving at his decision were: paragraph 4(a) of the STOP Policy requires that the Complainant must prove each of the following three elements to obtain an order that a domain name should be transferred: (1) the domain name is identical to the trade-mark or service mark in which the Complainant has rights; (2) the Respondent has no rights or legitimate interests in respect of the domain name; and (3) the domain name has been registered or is being used in bad faith.  In determining whether, or not, Molson Canada had satisfied all three requirements, Wright J. held the following: (1) simply because a domain name is identical or similar to a trade-mark name should not result in the transfer of the domain name to the trade-mark owner.  Unless there is some evidence that the use of the domain name infringes on the use of the trade-mark name, a person other than the owner of the trade-mark should be able to continue to use the domain name.  The fact that Molson Canada disclaimed the exclusive right to the use of the word CANADIAN apart from the trade-mark in connection with all of the wares except brewed alcoholic beverages, namely beer indicates their intention to use the word CANADIAN only with respect to beer.  As such, the trade-mark registration does not give Molson Canada exclusive use of the word CANADIAN, and it follows that any person should be able to own the domain name “canadian.biz”.  Further, with respect to the second requirement, the Applicant did have an intention to use the domain name and was not required to put forward a complete business plan as to his proposed use of the domain name “canadian.biz”.  Finally, there was no bad faith on the part of the Applicant.  Molson Canada failed to prove all three elements required for its complaint to be allowed.  The Ontario Superior Court of Justice held that there was no reason why the applicant should not be the owner of the domain name “canadian.biz”.  Further, there was no compelling reason to transfer the domain name to Molson Canada.

Novopharm Limited v. Astrazeneca AB and the Registrar of Trade-marks 2002 FCA 387 (F.C.A.).

This was an appeal from a decision of the Trial Division, dismissing the appeal from the decision of the Registrar to reject Novopharm’s opposition to Abstrazeneca AB’s (“Astra”) applications to register two trade-marks. The issues on appeal were the following:  (1)  Whether the Trial Judge err in confirming the decisions of the Registrar to reject Novopharm’s oppositions on the primary ground that the Statements of Opposition were insufficiently detailed; (2) If the Trial Judge was in error in confirming the Registrar’s decisions on the primary ground, whether she also err in not reviewing, and not overturning, the Registrar’s secondary, insufficient evidence, basis for rejecting Novopharm’s oppositions; and (3) If the Trial Judge was in error in upholding the Registrar’s decisions, how should the merits be dealt with?  The Federal Court of Appeal held that in determining the sufficiency of a Statement of Opposition after evidence is filed, regard must be had to the evidence, as well as the Statement of Opposition, to see if the applicant has been provided with sufficient detail to make an adequate reply.  Once the evidence is filed, the Registrar must take the evidence into consideration when deciding whether the parties know the case they have to meet and whether they are able to respond.  The filed evidence may cure whatever inadequacy may be in the pleadings.  This was a case where the Registrar failed to consider the evidence in assessing whether the applicant knew the case it had to meet and was able to respond to it.  This constituted a failure to consider a relevant factor and, therefore, a failure to apply the correct legal test for determining the adequacy of the pleadings.  As such, the Registrar’s failure to consider the evidence constituted a reviewable error.  Had the Registrar taken account of the evidence before him, he would not have rejected Novopharm’s oppositions on the ground that the Statement of Opposition were not sufficiently detailed to enable Astra to respond.  With respect to the second issue, the court held the Trial Judge was in error in not going on to consider the secondary basis for rejection.  She should have taken into account the evidence filed in the Trial Division and concluded that the evidence filed in the Trial Division cured any deficiency in evidence before the Registrar.  With respect to the third issue, the court held that while the Appeal Division has jurisdiction to give the judgment the Trial Division should have given, it is normally preferable to remit a matter involving the assessment of evidence for determination on the merits to the Trial Division.  Therefore, the appeal was allowed with costs, the decisions of the Registrar and Trial Division were quashed, and the matter was remitted to the Trial Division for determination of the merits. 

Asbjorn Horgard A/S v. Gibbs/Nortac Industries Ltd. et al. (1987) 14 C.P.R. (3d) 314 (F.C.A.).

The plaintiff, appellant, used the trade-mark STINGSILDA in Canada for use in association with fishing lures since 1970. It used a distinctive package and get-up for its lures.  The appellant brought action against defendants, respondents, for expungement of a registration for the mark NORSE-SILDA for fishing lures registered in the name of the second defendant but later assigned to the first defendant. The first defendant began using the mark NORSE-SILDA in Canada in June, 1975. It sold the lures in a package and get-up.  The appellant also claimed relief for statutory passing off under s. 7(b) of the Trade Marks Act, R.S.C. 1970, c. T-10.  The respondents alleged that s. 7(b) of the Trade Marks Act is unconstitutional being an enactment beyond the power of Parliament.  At the trial it was held that the registration for the mark NORSE SILDA should be expunged in that the marks are confusing and the registrant is not the person entitled to registration when registration was effected. Although passing-off under s. 7(b) of the Act had been established, that section is unconstitutional.  The appellant appealed the finding that s. 7(b) of the Act is unconstitutional. The respondents appealed the finding that there had been a breach of s. 7 of the Act if it should be found to be constitutional.  The Federal Court of Appeal allowed the appeal and dismissed the cross-appeal.  The Federal Court of Appeal held that section 7(b) of the Trade Marks Act was constitutional and that the appellant was entitled to a declaration that the respondents have contravened s. 7(b) of the Act by using the trade-mark NORSE-SILDA which is confusingly similar to the mark STINGSILDA.  Specifically, with respect to the constitutionality of s. 7(b) of Trade Marks Act, the court held that section 7(b) is valid federal legislation in that it rounds out the regulatory scheme prescribed by Parliament in the exercise of its legislative power in relation to trade-marks. Section 7(b) is not an expansion of federal jurisdiction. It is merely a completion of an otherwise incomplete circle of jurisdiction. The court also held that the Trade Marks Act met the essential criteria for constitutionality, being a national regulatory scheme; an oversight of the Registrar of Trade Marks; a concern with trade in general rather than with an aspect of a particular business; the incapability of the provinces to establish such a scheme; and the necessity for national coverage. The court held that Parliament has the right to create a civil remedy in relation to a trade-mark not registered under the Act.  With respect to the contravention of s. 7(b) of the Act, the court held that the respondent’s use of its packaging and get-up was similar to that of the appellant.  Also, the trial judge stated the law correctly and had adequate factual justification for his application of it to find that the marks were confusing. In addition, the registration was not distinctive of the registered owner on the date the validity of the registration was attached. 

Intuit Inc. v. Quicklaw Inc. (2002) F.C.T. 633; (2002) 19 C.P.R. (4th) 452 (F.C.T.D.).

The respondent had filed an application on February 21, 1995 to register the trade-mark QUICKTAX for personal financial software for home use. The appellant had filed an application for the same trade-mark almost five months later. The application had been opposed by the appellant and the opposition rejected by the Registrar of Trade-marks. The registrar had held that the appellant had not met its evidentiary burden in the opposition proceedings. The appellant appealed the decision of the Registrar to allow the registration of the trade-mark QUICKTAX.  No new evidence was filed on the appeal.  The following were the issues on appeal:  (1)  Did the Registrar err in finding that Quicklaw had established a “family” of trade-marks?; and (2) Did the Registrar err in requiring the opponent to negate the distinctiveness of the applied for mark in the context of Quicklaw’s family of marks?  The Federal Court Trial Division dismissed the appeal.  The court held that the registrar erred in finding that a family of marks existed in the period 1974 to 1987 as there was no evidence that a family of marks existed.  However, the court held that this error was not fatal to the registrar's decision as a family of marks did exist in the subsequent years leading up to the relevant date.  Therefore the registrar's conclusion that the trade-mark QUICKTAX was distinctive of Quicklaw, the respondent, in the context of that family of marks was reasonable.  Further, the court held that the registrar had not erred in relieving the respondent of the burden of establishing the distinctiveness of the applied for mark in association with the wares covered by its trade-mark application. The appellant argued that the respondent had failed to establish that its trade-mark was used in association with software, rather that its trade-mark was used in association with services related to the provision of access to databases. However, the respondent's trade-mark application covered computer software and this characterization was repeated in the respondent's evidence which was not subjected to cross-examination. The burden of proving distinctiveness rests with the trade-mark applicant and the registrar's decision on this point was reasonable. 

BAB Holdings, Inc. v. The Big Apple Ltd. (2002) 16 C.P.R. (4th) 427 (F.C.T.D.).

This was an appeal by BAB Holdings, seeking an order setting aside the decision of the Trade-marks Opposition Board, refusing the applicant’s application to register the trade-mark BIG APPLE BAGLES & Design. The applicant had applied to register the trade-mark BIG APPLE BAGELS & Design on the basis of proposed use in association with bakery products and various restaurant and franchise services. The opponent had alleged, inter alia, that: (1) the trade-mark was unregistrable under s. 12(1)(d) of the Trade-marks Act, R.S.C. 1985, c. T-13, by reason of confusion with the opponent's registered trade-mark THE BIG APPLE as applied to various services, including the operation of a restaurant and a retail business dealing in foods; (2) the applicant was not entitled to registration of the mark by reason of prior use by the opponent of the trade-marks THE BIG APPLE, THE BIG APPLE & Design and THE BIG APPLE LTD.; (3) the applicant was not entitled to registration of the mark by reason of prior use by the opponent of the trade names THE BIG APPLE and THE BIG APPLE LTD.; and (4) the trade-mark was not distinctive of the applicant.  The application had been refused by the Registrar of Trade-marks on the basis that the trade-mark was not distinctive of the applicant. On appeal, neither party filed further evidence.  At issue was the following: (1) what is the appropriate standard of review?; and (2) Did the TMOB err in refusing the applicant’s application?  The Federal Court Trial Division dismissed the appeal. With respect to the first issue, the Federal Court Trial Division held that decisions of the Registrar of Trade-marks are to be reviewed on a standard of reasonableness simpliciter unless evidence which would have materially affected the registrar's decision is filed on the appeal. The standard of correctness is to be applied to strictly legal questions.  With respect to the second issue, the court held that the registrar did not err in finding that, given the reputation of the opponent's marks, the applicant's trade-mark did not, and could not, possess the requisite degree of distinctiveness to be registered. The relevant date for assessing distinctiveness is the date of filing the statement of opposition. 

Ragdoll Productions (UK) Ltd. v. Jane Doe [2002] F.C.T. 918 (F.C.T.D.).

This was a motion by Ragdoll Productions for default judgment.  Radgoll executed an Anton Piller order on the defendants and seized goods, claiming that they infringed its rights in trade-marks and copyright.  On the review of the execution of the order, the judge converted the interim injunction enjoining the defendants from dealing in counterfeit goods to an interlocutory injunction.   The defendants did not appear at the review motion to contest the lawfulness of the execution of the order.  Regarding the present motion, the defendants did not file a statement of defence nor an affidavit as to the merits of its defence.  The issues raised by the defendants were as follows:  (1) whether the plaintiffs have made out a cause of action by putting before the court satisfactory evidence of the infringement of the rights claimed by the plaintiffs; (2) whether the plaintiffs can claim damages as a remedy after having seized the defendants’ goods pursuant to an Anton Piller order; and (3) whether the plaintiffs can claim damages in an arbitrary amount without proof of actual damage by calling them minimal nominal damages.  The Federal Court allowed the motion.  Justice Pelletier held that the absence of a statement of defence meant that none of the allegations in the statement of claim were admitted, so they had to be taken as denied.  However, the review order was a judicial determination that infringement had occurred and, in the absence of evidence to the contrary, was conclusive of that issue.  The legislation governing copyright and trade-marks expressly provided for the availability of both injunctive relief and damages.  Having proved infringement, and that damages occurred, Ragdoll was entitled to the court’s best estimate of those damages without necessarily being limited to nominal damages. 

Mattel, Inc. v. 3894207 Canada Inc. [2002] F.C.T. 919 (F.C.T.D.).

This is an appeal from the Order of Prothonotary Roger Lafreniere dated June 20, 2002, in which the Prothonotary dismissed a motion on behalf of the Applicant for an order that “the true and correct opponent in this proceeding and before the Registrar is and always has been ‘Mattel Inc.’ and this proceeding shall continue with ‘Mattel, Inc.’ as the Applicant.  The Applicant argued that the Prothonotary erred in law in dismissing the Applicant’s motion and in concluding that the relief was not available by way of interlocutory motion.  The Applicant argued that his motion was properly before the Court in that the main proceeding in which the motion was brought is an appeal under s. 56 of the Trade Marks Act R.S.C. 1985, c. T-13.  The Applicant further submitted that Regulation 40 of the Canadian Trade Marks Regulations (1994) SOR/96-195, as amended SOR/99-292, provides that amendments to a statement of opposition may be allowed with leave of the Registrar of Trade Marks and on such terms as the Registrar determines to be appropriate.  Consequently, the Applicant argues that if the Registrar could exercise his discretion on an interlocutory basis in the opposition proceeding, similarly, the Federal Court may exercise its discretion on an interlocutory basis in the appeal proceeding.  Justice Blanchard for the Federal Court Trial Division disagreed with the Applicant’s submission. Blanchard J. stated that the relief sought is in the nature of a declaration correcting an alleged misnomer of the opponent’s name before the Registrar of Trade Marks, an extraordinary remedy provided for in subsection 18(1) of the Federal Court Act.  Further, s. 18(3) of the Federal Court Act provides that such remedies may be obtained only on an application for judicial review made under s. 18.1.  As the main application was an appeal under s. 56 of the Trade Marks Act and not an application for judicial review, the Court did not have jurisdiction to grant the interlocutory relief sought.  Further, the extraordinary remedy sought cannot be properly characterized as interim relief, the purpose of which is to preserve or restore the status quo.  The remedies identified in s. 18(1) of the Federal Court Act, contemplate providing the Applicant with a remedy, not interim relief pending a final determination.  Discretionary orders of prothonotaries ought not to be disturbed on appeal unless they are wrong, in the sense that the exercise of the discretion was based upon a wrong principle or misapprehension of the facts, or they raised questions vital to the final issue of the matter, in which case the reviewing judge ought to exercise his discretion de novo.  Justice Blanchard held that the order of the Prothonotary was not clearly wrong and dismissed the appeal.

Ontario Assn. of Architects v. Assn. of Architectural Technologists of Ontario (2002) 19 C.P.R. (4th) 417; (2002) 291 N.R. 61; 2002 FCA 218 (F.C.A.).

This is an appeal from the decision of the trial judge dismissing an application for judicial review.  The respondent (“AATO”), a not-for-profit corporation continued by private Act of the Ontario legislature, Association of Architectural Technologists of Ontario Act, 1996, S.O. 1996, c. Pr20, had requested the Registrar of Trade-marks to give public notice of its adoption and use of certain designations as official marks for services pursuant to s. 9(1)(n)(iii) of the Trade-marks Act, R.S.C. 1985, c. T-13. The registrar gave public notice of the official marks by publishing them in the Trade-marks Journal.  The applicant (“OAA”), a corporation without share capital whose objects included the regulation of the practice of architecture in the province of Ontario, had made application to the trial court under Rule 300 of the Federal Court Rules, 1998, SOR/98-106, to reverse the decision of the registrar to give public notice of the respondent's official marks. The application did not specify whether the applicant was bringing the application as judicial review or as an appeal of the registrar's decision pursuant to s. 56 of the Trade-marks Act. The trial judge had found that the applicant had no status to appeal the decision, but as the public notice curtailed the rights of the applicant's members to use the official marks, the applicant was interested in the decision and had standing to bring the application as judicial review. The trial judge had further found that the respondent, as a creature of statute, was controlled by the legislature that created it and that its activities were for the public benefit. Accordingly he concluded that the registrar was correct in finding that the respondent was a public authority entitled to make a request pursuant to s. 9(1)(n)(iii).  The Federal Court of Appeal held that the trial judge was correct in concluding that an interested person may challenge the decision of the Registrar by way of judicial review, and not as an appeal under s. 56.  Specifically, normally, rights of appeal are limited to parties and sometimes to interveners. Nothing in the scheme of s. 9(1) would justify a departure from the normal principle. On the contrary, it would be very odd to give a person who had no right to participate in the proceedings before the tribunal a right to file evidence on appeal from a decision of the tribunal. On the issue of whether, or not, AATO was a “public authority”, the Federal Court of Appeal held that the trial judge was correct in his formulation of the test, being the two-part test of government control and public benefit. Moreover, in determining public benefit, a duty to the public is relevant to whether the entity operates for the benefit of the public.  However, the Federal Court of Appeal held that the trial judge erred in concluding that the respondent’s statutory origin was sufficient government control to make it a public authority.  Specifically, the only form of government control on which the respondent could rely was that exercisable through the legislature to change the respondent's statutory objects, powers and duties.  The test for government control requires some ongoing government supervision of the activities of the entity such as those often included in Ontario legislation creating self-regulatory professions, e.g. architecture and the various regulated health disciplines.  The trial judge was correct in holding that the respondent’s regulatory activities benefit the public.  In view of the finding that the respondent was not a “public authority”, the Federal Court of Appeal did not consider whether the respondent had adopted and used the designation as official marks for services. 

Canadian Jewish Congress v. Chosen People Ministries, Inc. [2002] F.C.T. 613 (F.C.T.D.).

The applicant was a non-profit human rights organization comprised of representatives of Jewish congregations, societies and other organizations in Canada (“CJC”). The respondent was a non-profit Christian organization, resident in the United States, whose sole objective was to spread the Christian gospel among Jews (“CPM”). The respondent had requested the Registrar of Trade-marks to give public notice of the adoption and use of an official mark which comprised a representation of a menorah. The applicant appealed the registrar's decision and also brought an application for judicial review.  The issues in the appeal were the following: (1) What is the appropriate method by which to review the publication of an official mark?; (2) Does the CJC have standing in the present matter to bring this application by way of judicial review under subsection 18.1(1) of the Federal Court Act?; (3) Is CPM a “public authority”?; and (4) Did the Registrar err in publishing the notice of the adoption and use of the Menorah Design as an official mark of CPM?  In relation to s. 9 of the Trade-marks Act, R.S.C. 1985, c. T-13, there is no previous proceeding involved and, consequently, no possibility of appeal. Judicial review pursuant to s. 18.1(1) of the Federal Court Act, R.S.C. 1985, c. F-7, is the appropriate method to review the publication of an official mark.  Section 18.1(1) provides that an application for judicial review may be brought by anyone directly affected by the matter in respect of which relief is sought. A broader range of considerations may be taken into account under s. 18.1(1) than those relevant to determining public interest standing at common law. The menorah was a distinctively Jewish symbol. The publication of the applicant's official mark prohibited the applicant from adopting the menorah in any of its activities. Clearly the applicant was directly affected by the registrar's decision and prejudiced thereby. It would be unfair to deny standing to the applicant on grounds that the official mark application process limited the parties to the respondent and the registrar.  Justice Blais granted the judicial review, noting that the appropriate standard applicable to the Registrar’s decisions where there is new evidence is that of correctness.  On the issue of whether, or not, CPM was a public authority, Justice Blais held that a "public authority" must be subject to public control and display a duty to the public. The fact that the respondent was incorporated as a non-profit corporation with charitable objects and that, as a foreign charity operating in Ontario, could be asked to provide financial and corporate information to the Public Guardian and Trustee of Ontario were not sufficient to establish the applicant as a public authority. The respondent was not funded by any government and was in no way subject to monitoring by government. The respondent was not a public authority within the meaning of s. 9 of the Trade-Marks Act, and as such, the Registrar erred in publishing the notice of the adoption and use of the Menorah Design.

Weetabix of Canada Ltd. v. Kellogg Canada Inc. [2002] FCT 724, 20 C.P.R. (4th)  17.

The case deals with an appeal brought by Weetabix, from a decision of the Registrar of Trade-marks to refuse the trade-mark “Fruit Dots” for breakfast cereals.  The Registrar felt the trade-mark would be confusing with Kellogg’s trade-mark  “Froot Loops”. Weetabix argued that the Registrar had erred in both fact and law in determining the trade-mark was confusing and disregarding the evidence of the two trade-marks co-existing in the United States for a number of years.  The court was also asked to consider what was the material date for assessing confusion under s. 16(3) of the Trade-Mark Act.  The court held that the material date for assessing confusion was the date of filing the application with the Registrar.  Any evidence submitted by the applicant after that date is irrelevant when assessing confusion. The court further held that despite the similarities between the trade-marks, confusion is unlikely, primarily due to the different spelling of the first word and the difference in sound, spelling and appearance of the second word.  The court gave great weight to the concurrent use of the two trade-marks in the United States.  The court stated that the concurrent use of the two trade-marks in the United States is strong evidence that possible confusion is unlikely and deemed that the Registrar erred in refusing to consider such evidence. 

Benisti Import-Export Inc. v. Modes TXT Carbon Inc. [2002] FCT 179, 20 C.P.R. (4th) 125.
This was a Motion by Benisti to strike out a number of paragraphs in the counter-claim brought by Modes TXT which claimed Benisti had violated s. 7(a) of the Trade-mark Act. Section 7(a) of the Trade-mark Act deals with false and misleading statements.  Benisti argued that the counter-claim filed by Modes TXT disclosed no reasonable cause of action because s. 7(a) only applies to trade-mark issues and is inapplicable to matters dealing with industrial designs.  The test for striking out part of a pleading is dealt with under Rule 221(1)(a) of the Federal Court Rules.  The Rule states that all or part of a pleading may be struck out if it is clear and obvious that all or part of the defendant’s claim discloses no reasonable cause of action.  The court deemed that s. 7(a) of the Trade-marks Act had been previously applied to copyright and patent cases.  Whether the section can be applicable to matters involving industrial designs is unclear.  Therefore, the court rejected the motion to strike stating that it was not clear or manifest that s. 7(a) of the Trade-mark Act was inapplicable to matters concerning industrial design. The court ruled that the above issues should be dealt with at trial and not on a Motion to strike.

Christian Dior S.A. v. Dion Neckwear Ltd. [2002] F.C.A. 29, 20 C.P.R. (4th) 155, 286 N.R. 336.

This is an appeal of the Registrar of Trade-Mark’s decision to refuse to grant the trade-mark Dion Collection and Design because of the likely confusion the trade-mark will have with the Christian Dior S.A. trade-mark.  The Registrar stated that the names were visually similar and the two products dealt with similar wares.  The Federal Trial Court dismissed the appeal.  The Federal Court of Appeal stated that the Registrar’s decision had to be reviewed on a standard of reasonable simplicitor, which is synonymous with “clearly wrong”. The onus of establishing that there will be no confusion between trade-marks rests with the applicant for the trade-mark. The court deemed that the Registrar was in error because it applied the stringent “still in doubt” or “beyond a doubt” test in refusing the application. These tests place an unfairly high burden on the applicant, one that is more onerous than the burden in civil proceedings. The court stated that there is no case law that supports the view that the “beyond a doubt” test should be applied to decisions of the Registrar. The correct standard, deemed by the court, is a balance of probabilities.  The court stated the test as such: “the Registrar must be reasonably satisfied, on a balance of probabilities that the registration is unlikely to create confusion; he need not be satisfied beyond a doubt that confusion is unlikely”. The court ruled that the trade-marks possess little inherent distinctiveness and that the applicant’s trade-mark contains sufficient subject-matter apart from the word DION to warrant registration.  Moreover, the court stated that while the opponent does not have an obligation to produce any evidence of actual confusion, the opponent is at great risk if he fails to file any evidence (especially if the applicant has filed evidence of which points to the unlikelihood of confusion).  The Registrar will give any evidence produced by the opponent great consideration when making its decision.  

Molson Canada v. Oland Breweries Ltd./Brasseries Oland [2002] 159 O.A.C. 396, 19 C.P.R. (4th) 201.

Molson Canada seeks an injunction and damages arising from Oland’s sale of beer in Ontario.  Molson Canada claimed that Oland’s name and “get-up” of its product (red, gold and white label) “Oland Export Ale” caused confusion with their product.  Molson Canada claimed s.7 (b) of the Trade-mark Act and the common law doctrine of passing-off.  The trial judge found that Molson Canada had not satisfied the ingredients of passing-off and thus dismissed the action.  The Court of Appeal also dismissed Molson Canada’s application, but for different reasons.  The Court of Appeal stated that regardless of the merits of the appellant’s claim, the trial judge made one fundamental error. The trial judge failed to notice that because the respondent had a registration for its trade-mark, the appellant was prevented from bringing a claim for passing-off.  Furthermore, the court ruled that the trial judge erred in looking at British authority.  A review of Canadian case law illustrates that a holder of a trade-mark registration has exclusive rights to use the mark throughout the country.  The court stated that the only way a competitor can take exception with the trade-mark following its registration is to attack the validity of the registration. If it were otherwise, the court stated that “a plaintiff complaining of confusion caused by a competitor’s registered mark would himself be infringing on the mark by establishing that confusion.”  In this case, no one questioned the validity of the registration.  Consequently, Molson Canada was prevented from bringing a claim for passing-off against Oland.  

Attorney General of Quebec v. Hyperinfo Canada Inc. [2002] 19 C.P.R. (4th) 386.

The case involved a trial of a defendant company; Federally incorporated but located in Quebec, for advertising for commercial purposes over the internet in predominately the English language, contrary to s. 52 of the Charter of Quebec Language (Quebec).  The defendant sold information documents, maps of the United States and self-help literature on his website. In September of 1999, the defendant was notified by the Office de la Commission de Protection de la Langue Francais (“Commission”) that any advertising for commercial purposes over the internet had to be published in French. The defendant did not comply.  On October 26, 1999 the Commission sent a demand letter ordering the defendant to comply with s.52.  In response to this letter, the defendant closed the site on November 3, and later re-opened it with a disclaimer saying the website was not offered to Quebec residents.  Moreover, the defendant had electronic software installed whereby any user with the electronic suffix “qc” could not access the website. The court dealt with the defendant’s liability on a number of different fronts.  The court agreed with the defendant that the internet was borderless.  However, the court stated that availability of information should not be confused with the power of the state to regulate the industry.  The court described that the principle of territoriality was based on a real and substantial link between the territory and the alleged illegal act. The court deemed that circulating information over the internet may consist in demonstrating a real and substantial link with the territory of Quebec, especially since the defendant’s business location was in the province of Quebec. The court deemed that with respect to the internet, a real and substantial link might be the intended audience of the information.  Therefore, if the information is partially or entirely targeting the Quebec market, there may exist a connection that allows for the application of the principle of territoriality and consequently, may cause a foreign broadcaster to be subject to the laws of Quebec.  With respect to the issue of the legitimacy of the Charter of Quebec Language, the court stated that it is not the place of the courts to decide if a law is effective or achieving its purpose, but rather the job of the legislature. The court further dealt with the issue of whether the defendant was exempted from the Charter of Quebec Language because of the warning he placed upon the website with regards to Quebec residents.  In answering this issue, the court had to decide if s. 52 of the Act was a public order provision.  For an act or section to be considered a public order provision there has to be something which indicates that the section in question is imperative. The court will consider,  ‘was there an imperative intent behind the drafting of the section?’. The court ruled that a simple reading of s. 52 and the expressed intent of the legislature to penalize any breach of the section depicts that s. 52 is imperative and is thus a public order provision.  In principle, an individual cannot remove himself from the scope of application of a public order provision by act, contract or omission.  Thus, the defendant cannot escape liability under the section.

Eli Lilly & Co. v. Apotex Inc. [2002] FCT 1007.

The case involves a motion by the defendant (Apotex) to add Novopharm Ltd. as defendant by counterclaim and to make certain amendments to its statement of defense and counterclaim. Apotex proposed to make additional allegations of breach of contract and interference with its economic interest. Apotex claimed an alleged arrangement or conspiracy by Eli Lilly and Novopharm against Apotex to lessen competition.  At issue is whether these allegations are proper in defense and if damages for breaches of the Competition Act may be made by way of counterclaim. In 1984 Eli Lilly was granted a patent for nizatidine. Novopharm held a compulsory license from Eli Lilly for nizatidine. In 1993 a Notice of Compliance (‘NOC’) and a Notice of Allegation was issued on Eli Lilly stating that it would acquire nizatidine from Novopharm, who had a valid license.  Eli Lilly opposed and claimed the agreement (referred to as the “supply agreement”) between Apotex and Novopharm constituted an unlawful sub-license. Consequently Eli Lilly argued it had a right to terminate its license to Novopharm. After Apotex filed a second NOC application in 1997, Eli Lilly commenced an action for patent infringement. During discoveries, Apotex was informed that Eli Lilly’s original denial of Apotex’s license was based on Eli Lilly’s purported termination of Novopharms’s compulsory license because Novopharm had failed to remit royalty payments for nizatidine that it purchased on Apotex’s behalf, which Novopharm was responsible for pursuant to the supply agreement.  It was also at discoveries Apotex learned that Eli Lilly and Novopharm had entered into a separate voluntary license agreement whereby Novopharm could not resale nizatidine to any third party, including Apotex.  Apotex claims this agreement is evidence that Eli Lilly and Novopharm conspired to eliminate Apotex from the market for nizatidine. The court stated the general principle that amendments to pleadings shall be allowed, as long as the amendments do not give rise to any prejudice to the other party, that cannot be compensated through costs. The court stated that principles for motions for leave to amend are similar to the principles for motions to strike, whereby the court cannot determine any legal issues.  Eli Lilly opposes the amendments because it claims that the two-year limitation period provided for in the Competition Act has passed.  The court reiterated the principle that time-barred arguments do not prevent amendments to pleadings, but rather should be pleaded as a defense at trial. The court deemed that the responses to the claims for Competition Act violations should also be pleaded as a defense. The court stated that in order for the Competition Act to apply to intellectual property, a direct link or nexus has to be established between the infringement and the parties.  Apotex pleaded that if it were not for the conspiracy and the anti-competition acts of Novopharm and Eli Lilly they would have never infringed the patent.  The court deemed this argument to be evidence of a nexus and therefore the Competition Act allegations were allowed.  The court also ruled that Novopharm should be added as a defendant to the counterclaim because its presence is necessary for the court to properly and completely adjudicate all the matters in dispute.  With regards to the amendments proposed by Apotex concerning damages in respect of alleged tort and contract violations the court felt that these issues were pleaded in support of allegations of non-infringement and thus allowed. 

Renaud Cointreau & Co. v. Cordon Bleu International Ltd. [2000] 11 C.P.R. (4th) 95 (F.C.T.D.), aff’d [2002] 18 C.P.R. (4th) 415 (F.C.A.).

The Appellant was appealing a decision from the Registrar of Trade-Marks to up-hold the trade-mark CORDON BLEU for use in association with recipes, suggestions and other instructive matters printed on food product labels.  The Appellant made its challenge pursuant to s. 45 of the Trade-Mark Act, claiming that the Respondent was not using the trade-mark CORDON BLEU in the prescribed form under its trade-mark registration.  In response to the s. 45 claim, the Respondent filed the necessary affidavit illustrating that the trade-mark was still being used in connection with each of the services mentioned in the registration.  The Registrar of Trade-Marks agreed and denied the Appellant’s application.  The Appellant appealed to the Federal Court and the Respondent filed a second affidavit, which included various labels establishing services for suggestions and other instructive matters as copies of receipts showing the sale of CORDON BLEU products having labels with recipes or instructions. At the Federal Court Trial Division, the Appellant argued that the Respondent did not provide services to customers, but merely sold products which had some instructive material merely printed on the products.  They argued that the food product labels were not a service distinct from the product itself.  The Court stated that the word “services” has to be given a broad and liberal interpretation in the area of trade-marks.  The court further stated that there was nothing in the definition of “trade-mark” to suggest that the services for which the trade-mark may be established are limited to those which are not incidental or ancillary to the sale of goods.  Therefore, services may be incidental to the sale of products. The Respondent filed evidence of labels with the trade-mark along with the wording of recipes, suggestions and other instructive matters, along with receipts that demonstrated the sale of the labeled products during the relevant period.  This was sufficient to depict that the Respondent was using the trade-mark with its intended registered use.  It was also evidence of the services being distinct from the product itself.  The appeal was dismissed. The Federal Court of Appeal affirmed the decision.  

Consorzio del Prosciutto di Parma v. Maple Leaf Meats  [2000] 11 C.P.R. (4th) 48 (F.C.T.D.), aff’d [2002] 18 C.P.R. (4th) 414 (F.C.A.).

The Applicant seeks to have the Respondent’s trade-mark  “PARMA” expunged from the Registrar of Trade-marks.  One of the Appellants arguments is that the Respondent’s trade-mark was “deceptively misdescriptive” at the time it was registered.  At the Federal Court Trial Division, the Appellant argued that the use of the “PARMA” trade-mark will lead consumers to believe that the prosciutto meat packaged under the name comes from Parma, Italy, which makes famous prosciutto meat administered by the Applicant.  In evaluating this proposition, the court stated that they must place themselves in the position of an ordinary consumer, of ordinary intelligence and education and determine what she would think if she saw the mark used in context.  The court has to apply this test in the context in the year in which the trade-mark was registered.  The Respondent registered the trade-mark in 1971. The onus is on the Applicant to prove to the court that the trade-mark is invalid. The court did not accept the Appellant’s view that the ordinary Canadian citizen would have assumed that prosciutto meat bearing the trade-mark PARMA originated from Parma, Italy. The court accepted and placed great weight on the Respondent’s public survey evidence that the majority of Canadians did not recognize that Parma is a region in Italy, nor did they associate the word ‘parma’ with meat products.  Even more convincing was that 60% of Italian Canadians associate nothing with the word Parma.  The Applicant further questioned the distinctiveness of the Respondent’s trade-mark.  The onus is on the Applicant to illustrate that the subject mark has lost its distinctiveness.  In order to determine distinctiveness, the Court asked itself whether or not the ordinary consumer in the market for that particular product would likely be deceived as to the source of that product.  The court ruled that the distinctiveness of a trade-mark is made-out when appreciable portions of the public in the geographic area where the registration is to apply recognize the mark as distinctive.  Therefore, survey evidence offered regarding distinctiveness of a trade-mark should measure the recognition of that mark of the general consumer and not by a specialized consultant.  The court rejected much of the Applicant’s evidence because the survey information came from people with specialized knowledge of the Italian Food Industry in Canada, rather than ordinary citizens. The court also rejected the Appellant’s argument that the Respondent’s  “faux Italian” packaging, which was used in association with the PARMA trade-mark, eroded the distinctiveness of the mark.  The court deemed that the packaging or  “get-up” associated with a product is irrelevant in an action alleging trade-mark infringement.  Once an individual is granted a trade-mark, they are allowed to package its product as they see fit.  The use of packaging is only relevant with respect to questions of deceptive misdescriptiveness and is irrelevant for issues dealing with the question of distinctiveness of the trade-mark.  The Applicant further appealed.  The Federal Court of Appeal dismissed the appeal and affirmed the decision of the Federal Court Trial Division.

T.C. Restaurants Ltd. v. Villa Karouzos Steak House Ltd. [2002] 18 C.P.R. (4th) 376.

This is an application by the plaintiff for an interlocutory injunction to prohibit the defendant from using its business name until trial.  The defendant owned and operated a restaurant in Jasper, Alberta named “Villa Karouzo’s Steak House” and “VK Steak House”.  In 1966 the defendant sold the lease of its premises to the plaintiff for $160,000 (129,999 of which went to goodwill). The Purchase and Sale Agreement contained a clause preventing the purchaser (plaintiff) from ever using the defendant’s restaurant name or any similar name.  The plaintiff opened a restaurant under the name of “Villa Caruso” and “Villa Caruso’s”.  When the lease expired, the plaintiff executed a release in favor of the defendant and releasing them from all actions and claims arising under the lease.  The plaintiff moved his restaurant operations to a nearby location under the name “Villa Caruso”.  A short time later, the defendant opened a restaurant on the original premises named “Karouzo’s Steak House”.  The plaintiff brought forward a statement of claim that only he was allowed to use the name  “Villa Caruso’s” and an interlocutory injunction preventing the defendant from using the name “Karouzo’s” pending trial. The court stated that the law in Alberta for granting an interim injunction is the tripartite test established in American Cyabamid Co. v. Ethicon Ltd. The first part of the test is for the court to determine if there is a serious issued to be tried.  The harm is of such seriousness that any redress available after trial would not be fair or reasonable.  The court recognized that the only issue between the parties is the use of an allegedly similar name.  The court identified that if the injunction were to be granted, the practical effect will be to put an end to the action because of the harm that would have been caused to the respondent would have been considerable, if not complete.  The court stated that the names of the restaurants, while similar, were very different visually. The court could not believe that a customer could be visually confused between the two restaurants.  Moreover, the plaintiff’s restaurant was more upscale, with an elaborate designed as opposed to the defendant’s relatively simple style of restaurant.  The court also considered the fact that the defendant used the name “Karouzo’s” far before the plaintiff. The affidavit evidence produced by the plaintiff was not very strong and the court gave it little weight. The court ruled there was no serious issue for trial.  With regards to the second test, the plaintiff had to establish that if the relief sought was not granted it would suffer irreparable harm.  The court concluded there was no damage to the reputation of the plaintiff’s business and that there was no evidence produced that illustrated that the plaintiff would suffer irreparable harm if the injunction was refused. The third branch of the test requires the plaintiff to demonstrate that the balance of convenience, considering both parties, favors him.  The court was of the view that the plaintiff could be adequately compensated in damages if successful at trial and the Respondent may suffer irreparable harm if the injunction were to be granted.  As a result, the plaintiff failed all three aspects of the tripartite test for injunctions.  Therefore the motion was dismissed.

Kirkbi AG v. Ritvik Holdings Inc. [2002] FCT 585.

This is an action whereby Kirkbi AG (“Kirkbi”) alleged, relying on s.7 (b) of the Trade-Marks Act, that the defendant Ritvik Holdings Inc. (“Ritvik”) had caused confusion in Canada because it had fashioned its wares in a similar manner to those of the Lego Company. Kirkbi has a proprietary interest and royalty interest in the Lego trademark.  The central issue in the case was whether the Lego indicia is an unregistered trademark and if the Lego indicia is a functional element of the Lego bricks contributing to the “clutch power” of the product, which is the essence of the Lego building block system.  The court considered expert evidence in order to determine the functionality of the Lego indicia. In its conclusion, the court ruled the Lego indicia are functional in all aspects and thus the Lego indicia cannot be a distinguishing guise in the common law sense. Therefore, Ritvik, by adopting aspects of the Lego indicia, has not contravened section 7(b) of the Trademark Act. Thus, the action was dismissed on this basis.  However, the court considered the other issues in obiter. The court then turned to the passing-off doctrine, and began with the distinctiveness portion of the doctrine.   With regards to distinctiveness, the court stated that distinctiveness is either inherent or acquired.  In order to be distinctive the shape must acquire secondary meaning in the minds of the potential consumer.  There was no dispute before the court that Lego has acquired “goodwill” primarily from its strong reputation in the community.  Considering these elements, in addition to public surveys, the court ruled that the Lego indicia are not inherently distinctive and thus inherently capable of contributing to the Lego group’s goodwill.  While the court could not quantify the amount of contribution, it deemed that no matter how small the contribution was, it was sufficient to turn to the second element of passing-off, which is deception to the public through misrepresentation.  The court, following consideration of a large amount of public surveys, and using the test of an ordinary person using ordinary care in the market place, there would be confusion in Canada.  While the court deemed that Ritvik’s marketing would cause confusion, the court ruled that it was not deliberate and Kirkbi was partly to blame because its marketing strategies had been so strong and well established, it left little room for other companies to maneuver.  Overall, the court dismissed the claim and found in favor of the defendant.  


