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I.
Analysis of Current Law and Case Law

1. 
Do the laws of your country provide for border measures?  If so, what is the legal basis?
Canadian law provides for border measures to protect the holders of certain intellectual property rights or other interested persons against infringement.   The legal basis is that of statute law.

Pursuant to Section 44 of the Copyright Act (R.S. 1985, c. C-42), the owner of copyright may give notice to the Canada Border Services Agency in respect of  copies of a work made out of Canada that would infringe copyright if made in Canada.  Upon such notice, the copies are deemed to be prohibited goods pursuant to the Canadian Customs Tariff, and the normal remedies of search and seizure under that statute apply to same.  Case law in Canada has interpreted the provision as applying only to goods that are already identified as prohibited items under the Customs Tariff.

Under subsection 44.1(2.1) of the Copyright Act, the “owner or exclusive licensee of copyright in a work in Canada” may apply for an order directing the Minister of Public Safety and Emergency Preparedness “to take reasonable measures” to detain infringing copies of a work pending final determination.  The infringing copies must either have (i) been made in a foreign country without the consent of the owner of copyright thereof in that country or (ii) been made elsewhere than in a country to which the Canadian statute extends and, in each case, the copies would infringe copyright if they were made in Canada by the importer and the importer knows or should have known this.

Under subsection 44.2(1) of the Copyright Act, an order as above may be granted in relation to the special case of books even where copies of the book were made in a foreign country with the consent of the owner of copyright thereof in that country, if the owner in Canada of the copyright in the book did not consent to the importation.  In addition to the owner of copyright or the exclusive licensee of copyright, an exclusive distributor of the book may apply for the border measures under subsection 44.2(1).

Under subsection 44.4 of the Copyright Act, similar remedies in the form of border measures are applicable to fixations or reproductions of fixations of sound recordings, performer’s performances or communications signals.

Under subsection 53.1(1) of the Trade-marks Act, where offending goods are about to be imported to Canada, or have been imported to Canada and have not yet been released, the owner of a registered trade-mark may seek the detention of wares to which the trade-mark has been applied, if the distribution of those wares would be contrary to the Act.  Under subsection 53(1) of the Trade-marks Act ( R.S., 1985, c. T-13 ), on the application of an interested person, a court may order the interim custody of wares that have been imported to Canada or are about to be distributed in Canada where it is satisfied that (i) a registered trade-mark or a trade name has been applied to the wares in a manner that their distribution in Canada would be contrary to the Trade-marks Act, or (ii) any indication of a place of origin has been unlawfully applied to those wares.  

Under subsection 14(1) of the Integrated Circuit Topography Act (1990, c. 37), a court may order temporary detention of an “integrated circuit product” if it has either been imported into Canada or is about to be exploited in a manner contrary to the Act.
2. 
Do the laws of your country provide for other measures of customs intervention against infringers? If so, which ones and what is the legal basis?

Canadian law does not provide for other measures of customs intervention at this time.

3. 
Are border measures and other measures of customs intervention only available for pirated copyright and counterfeit trademark goods or also for goods infringing other IP rights?

Border measures are available in Canada for goods infringing IP rights other than pirated copyright and counterfeit trademark goods, as explained in greater detail below.


If so, for which types of IP rights are border measures available?

Border measures are also available in Canada for rights under the Integrated Circuit Topography Act (1990, c. 37), and for protected geographic indications, common law marks and plant denominations in the cases defined below.


Are border measures in particular available for goods infringing patents, plant variety rights, common law marks, unregistered design rights, or geographic indications?

Currently, the Copyright Act, the Trade-marks Act and the Integrated Circuit Topography Act are the only statutes under which border measures are explicitly available, according to paragraph 7 of Canada Border Services Agency Memorandum D19-4-3, “Copyright and Trademarks”.

Border measures are therefore not available at this time for patent or industrial design infringement.

With respect to plant variety rights, these rights are protected in Canada under the Plant Breeders’ Rights Act (1990, c. 20), but this Act does not itself provide for border measures.  However, the Trade-marks Act in certain circumstances prohibits the adoption or use of a denomination that is used to designate a plant variety under the Plant Breeders’ Rights Act.  If a registered trade-mark or a trade name is applied to wares in a manner contrary to the prohibition against adoption or use of such a denomination, then border measures as defined under the Trade-marks Act would also be available to prevent the importation or distribution of such wares.

Border measures could be available in Canada for common law marks only under Section 53(1) of the Trade-marks Act a registered trade-mark or a trade name or indication of origin is applied to the offending wares in a manner contrary to section 7 of the Trade-marks Act, namely in a manner directing public attention to those wares in such as way as to cause or be likely to cause confusion in Canada between those wares and the wares, services or business of another.  The circumstances in which a registered mark could raise a concern for the owner of an adverse common law mark in Canada in this regard are expected to be minimal, given that a valid and enforceable trade-mark registration in Canada provides the owner thereof with the exclusive right to use the mark throughout Canada in respect of the wares or services for which it has been registered. 

Border measures are not available in respect of unregistered design rights.

The Trade-marks Act provides for border measures in the case of geographic indications as the statute provides for potential relief in the case of any indication of a place of origin that has been unlawfully applied to any wares.


Is actual registration of the IP rights required or is an application to register sufficient?

The Copyright Act provides, at subsection 44.1(2.1) that either “the owner or exclusive licensee of copyright” may apply to a court for the imposition of border measures.  At subsection 44.2(2) of the same Act, an exclusive distributor of a book may apply for the border measures in question. These provisions therefore do not require the IP rights in question to be registered. 

Subsection 53(1) of the Trade-marks Act specifies that the trade-mark which is applied to the offending wares must be registered, but that registration requirement does not apply to trade names or to indications of origin that are applied to those wares, which indicia are also governed by the provision.  Subsection 53(1) speaks of (i) the registered trade-marks or trade names as having been applied to the wares in a manner that their distribution in Canada would be contrary to the Trade-marks Act, or (ii) the indications of a place of origin as having been unlawfully applied to those wares.  Thus, in each instance, the underlying subject matter that enjoys the protection of the provision need not necessarily be registered, even though the statute, as one of its conditions for applicability, does call for any trade-mark that appears on the wares themselves to be registered.  The proceedings under Section 53.1(1) for detention also require that a registered mark be applied to the offending wares but, here, the underlying subject matter that benefits from the protection of the provision is one and the same with the registered right of the trade-mark owner.

Although Section 14 of the Integrated Circuit Topography Act, which contemplates border measures, does not explicitly refer to a requirement that the rights be registered, the provision is predicated upon importation or commercial exploitation that is contrary to the statute.  Infringing activity as defined in the statute requires a registered topography.  


Does unfair competition, passing off or the like give rise to border measures?

Yes, but only to the extent under subsection 53(1) that they may involve, a trade name or an indication of the place of origin that has been applied to offending wares.  See our comments above in this section as to the limited practical effect of the provision in the event a registered trade-mark has been applied to the offending wares in the face of an adverse owner of a common law mark in Canada.

4. 
Are border measures available for parallel imported goods?

In Canada, the parallel importation of goods other than books is not as a general rule unlawful, provided the goods were first made or put on the market by or with the authority of the rightful owner of the relevant intellectual property rights in and to those goods.  In the case of the parallel importation of goods to which a trade-mark has been applied, such parallel importation is not generally prohibited unless the goods of the Canadian trade-mark owner differ materially in character or quality form the goods that have been imported.
Border measures in Canada are available under the Copyright Act to prevent the parallel importation of books.  They are also available in Canada under the Trade-marks Act if a registered trade-mark, a trade name or an indication of a place of origin has been applied to the imported goods and the local goods of the trade-mark owner in Canada differ materially from the imported goods in their character or quality.



Are border measures available for goods contained in a traveller’s private luggage?

Yes. Paragraph 8 of the Canada Border Services Agency Memorandum D19-4-3 states: “Although court orders generally apply only to commercial shipments, orders could be directed towards personal importations”.


Are there any other goods excluded by your border measures legislation?

Under the Copyright Act, works and other subject mater are excluded from border measures under the following circumstances:

(a) to import for their own use not more than two copies of a work or other subject-matter made with the consent of the owner of the copyright in the country where it was made;

(b) to import for use by a department of the Government of Canada or a province copies of a work or other subject-matter made with the consent of the owner of the copyright in the country where it was made;

(c) at any time before copies of a work or other subject-matter are made in Canada, to import any copies, except copies of a book, made with the consent of the owner of the copyright in the country where the copies were made, that are required for the use of a library, archive, museum or educational institution;

(d) to import, for the use of a library, archive, museum or educational institution, not more than one copy of a book that is made with the consent of the owner of the copyright in the country where the book was made; and

(e) to import copies, made with the consent of the owner of the copyright in the country where they were made, of any used books, except textbooks of a scientific, technical or scholarly nature for use within an educational institution in a course of instruction.

As well, under the Copyright Act, an order for the detention of goods in relation to books cannot be obtained in respect of such books by one exclusive licensee in Canada or one exclusive distributor against another exclusive licensee in Canada or another exclusive distributor.

5. 
Who is entitled to file an application for customs action?

Under Section 44 of the Copyright Act, only the owner of copyright may provide the notice therein to the relevant government agency.

Under subsection 44.1(2.1) of the Copyright Act, “the owner or exclusive licensee of copyright in a work in Canada” may file an application for a court order directing customs action.

Under the subsection 53(1) of the Trade-marks Act, “any interested person” may apply to a court to initiate proceedings for interim custody of allegedly infringing wares.  For the proceedings under Section 53.1(1), only the owner of a registered mark may apply to seek relief under the provision.

Under subsection 14(1) of the Integrated Circuit Topography Act, “any interested person” may seek an order under the border measures provision of that statute.

Is there a centralised system for managing multiple applications for customs action through a single contact point?

Yes. Under paragraph 11 of Canada Border Services Agency Memorandum D19-4-3, all applications must be made on notice to the Minister of Public Safety. They should also be sent to the following address:

Manager, Environment and Trade Unit

Partnerships Division

Admissibility Branch

Canada Border Services Agency

150 Isabella Street, 5th Floor

Ottawa, ON  K1A 0L8

Fax: 613-946-1520

Telephone: 613-957-6868

What are the conditions for border measures? In particular, what level of evidence for alleged infringement and other information is required by customs authorities regarding the application for customs action?

Under the Copyright Act, a court may make an order, for the detention of a work or providing for such other matters that the court considers appropriate, where the court is satisfied:

(a) that copies of the work are about to be imported into Canada, or have been imported into Canada but have not yet been released;

(b) that either (i) copies of the work were made without the consent of the person who then owned the copyright in the country where the copies were made, or (ii) the copies were made elsewhere than in a country to which this Act extends; and

(c) that the copies would infringe copyright if they were made in Canada by the importer and the importer knows or should have known this.

Under the Trade-marks Act, a court may make an order for the interim custody of wares pending a final determination of the legality of their importation or distribution where a court is satisfied that any registered trade-mark or any trade-name has been applied to any wares that have been imported into Canada or are about to be distributed in Canada in such a manner that the distribution of the wares would be contrary to this Act, or that any indication of a place of origin has been unlawfully applied to any wares.

Under the Integrated Circuit Topography Act, where it is made to appear to a court of competent jurisdiction that an integrated circuit product has been imported into Canada or is about to be commercially exploited in Canada contrary to this Act, the court may make an order for the interim detention of the integrated circuit product or any article of which the integrated circuit product forms a part, pending a final determination of the legality of the importation or commercial exploitation.

In each of the cases set out above, the court must be satisfied on the basis of the ordinary civil standard of proof, namely on a balance of probabilities.

To which extent are customs authorities willing to receive training by the right holder?

Memorandum D19-4-3, which “outlines and explains the legislation governing the role of the Canada Border Services Agency in dealing with counterfeit trademark goods or pirated copyright goods”, does not address the possibility of training for customs authorities.

However, paragraph 12 of the foregoing document states that when the Canada Border Services Agency has received prior notice of a court application, it may send a representative to court “to ensure that the court order is specific enough for border services officers to be able to detect the goods.”

Under subsection 44.1(6) of the Copyright Act and Section 53.1(4) of the Trade-marks Act, the relevant Minister may apply to the court for direction in implementing an order to detain a work.  Under subsection 44.1(3) of the same Act, an order for detention of the work may contain information that is reasonably required by the relevant Minister to take the border measures in question.  A similar provision to the latter is found in the Trade-marks Act in subsection 53.1(1)(a).

Do customs authorities generally require the provision of a security to protect the owner, holder or importer of the allegedly infringing goods? If so, will such security depend on the type of IP rights?

Yes. Subsection 44.1(5) of the Copyright Act provides that a court may require that the applicant “furnish security”, the amount of which is determined by the court, for the purpose of satisfying any charges (such as duties and storage costs) that may be levied against the offending goods, as well as any damages “incurred by the owner, importer or consignee of the work.” Subsections 53(2) and 53.1(3) of the Trade-marks Act, as well as subsection 14(2) of the Integrated Circuit Topography Act all impose a similar requirement.

May the customs authorities take ex officio measures? 

Yes. Under subsection 45(2) of the Copyright Act, a customs officer may, of his or her own motion, “require a person seeking to import a copy of a work or other subject matter … to produce satisfactory evidence of the facts necessary to establish the person’s right to import the copy.”

If so, what is the practical relevance of ex officio actions? 

Subsection 45(2) discussed immediately above is not expected to have much practical relevance except in the most obvious or eggregious cases of counterfeiting or piracy, given the principles of a free market economy and individual liberty which are prevalent in Canada.

Are customs authorities liable in case of wrongful ex officio detention?

Under sections 3 and 10 of the Crown Liability and Proceedings Act (R.S., 1985, c. C-50), agents of the Crown are liable for damage caused by their own negligence or damage caused by an object that was under their control.

6. 
Are customs authorities properly equipped to identify goods which infringe patents, plant variety rights, common law marks, unregistered design rights, geographic indications or the like?
Generally, customs authorities are only properly equipped to follow and enforce the specific orders of our courts in respect of border measures as recognized under Canadian law, and to identify prohibited goods generally if listed as such under the Canadian Customs Tariff.

7. 
Is only the right-holder or also the owner, holder or importer of the allegedly infringing goods notified once the customs authorities detain goods?
Under paragraph 20 of Memorandum D19-4-3, the Canada Border Services Agency will notify both the applicant and the importer of the allegedly infringing goods when they are detained pursuant to a court order.  Subsection 44.1(3)(a)(ii) of the Copyright Act and subsection 53.1(1)(b) of the Trade-marks Act are to the same effect.

How can the alleged infringer obtain information about the status of border measures and what information is provided by customs authorities to the alleged infringer?

The Canada Border Services Agency notifies the importer of the detention of goods using any of the forms presented at appendices D, E or F of Memorandum D19-4-3. Under paragraph 21 of Memorandum D19-4-3, both the importer and the applicant are “given the opportunity to inspect the detained goods for the purpose of substantiating or refuting the applicant’s claim.”  Under subsection 44.1(7) of the Copyright Act and 53.1(5) of the Trade-marks Act, the relevant Minister may give the applicant or the responding party the opportunity to inspect the detained goods for the purpose of substantiating or refuting the applicant’s claim, as the case may be.   The applicant, under the proceedings detention pursuant to Sections 44.1, 44.2 and 44.4 of the Copyright Act or pursuant to their equivalent under the Trade-marks Act, is provided with a period of two weeks following receipt of the notice that goods have been detained in order to notify the Minister that he or she has commenced an action for final determination on infringement.  Under the interim custody proceedings pursuant to subsection 53(1) of the Trade-marks Act and subsection 14(1) of the Integrated Circuit Topography Act, the period of time within which the applicant must initiate an order for final determination is set out in the interim order of the court.

8. 
What happens after notification? Briefly describe the procedure following notification. Is the inspection of the allegedly infringing goods following notification usually carried out by the right holder or by an expert?

Please see the answer to the final part of Question 7.

Does your border measures legislation provide for a simplified procedure allowing the destruction of the goods without there being any need to determine whether IP rights have been infringed? If so, in which cases? Are samples of the goods preserved for evidence purposes?

Based on the procedure outlined in Memorandum D19-4-3, goods are not destroyed prior to a final determination. As a result, samples of the offending wares need not be separately preserved as the wares remain in custody until a final determination of infringement or other wrongdoing is arrived at.

If proceedings must be issued to determine whether the goods infringe IP rights, are both civil and criminal proceedings available to determine infringement? What are the advantages and disadvantages of the respective proceedings?

Final determinations made under the border measures described herein are strictly civil proceedings. 

What is the impact of a nullity action seeking to invalidate IP rights on the application for customs action?

Given that the final determinations for border measures are based on a finding of infringement or other actions contrary to the rights of the relevant IP owner, questions of invalidity or other circumstances in defence of the infringement or other illegality are expected to have a material impact.

May customs authorities release goods suspected of infringing IP rights on provision of a security by the owner, holder or importer of such goods? If so, will such release depend on the type of IP rights?

No. Based on the procedure outlined in Memorandum D19-4-3, beginning at paragraph 21, detained goods must remain under the control of the Canada Border Services Agency pending either final determination or expiry of the two-week or other applicable time limit within which the applicant may commence an action.

9. 
If goods are found to infringe IP rights, may a right holder oppose:


a) exportation of infringing goods from your country;


b) infringing goods in transit;


c) placement of infringing goods in a free trade zone or free trade warehouse?
Under paragraph 27 of Memorandum D19-4-3, if the court finds that the goods infringe intellectual property rights that are subject to border measures, it will usually issue an order specifying appropriate disposition of the goods. “Appropriate disposition” may include destruction, exportation or delivery to the applicant.   However, under Section 53.3 of the Trade-marks Act, where a registered trade-mark has been applied to the offending wares without the consent of the trade-mark owner, and with the intent of counterfeiting or imitating the trade-mark, or with the intent of deceiving the public and inducing them to believe that the offending wares were made with the consent of the trade-mark owner, then a court may not permit the re-exportation of the wares in an unaltered state other than in exceptional circumstances.

10. 
If goods are found to infringe IP rights, do the judicial or customs authorities of your country generally order the destruction of the goods or do they have the authority to dispose of the goods outside commercial channels (e.g. to charity)? 

The right holder may seek sanctions, including destruction of goods, when he or she commences a court action.   A court under the proceedings pursuant to the Copyright Act may make any appropriate order, including that the offending copies be destroyed or delivered up to the plaintiff as the latter’s absolute property.   In the case of Section 53.2 of the Trade-marks Act, the court’s relief also extends not only to the offending wares but to packages, labels, advertising material and any dies used in connection therewith.  It would not be typical for a court in Canada to dispose of goods as suggested, given that they would remain in use or circulation.

May the competent authorities also order the infringer to give the names of his accomplices, upstream or downstream in the channels of production and distribution?

This may be compelled as part of the discovery process under the normal rules which prevail in Canada for all intellectual property actions.

11. 
May judicial or customs authorities order the applicant to pay the owner, holder or importer of goods appropriate compensation for any injury caused by wrongful detention? What is considered appropriate compensation and does it include attorney fees or other expenses?

See the answer above on security in Section 5.  The posting of security is intended to compensate the owner, holder or importer of the detained goods.  The amount of security is determined by the court, for the purpose of satisfying any charges (such as duties and storage costs) that may be levied against the offending goods, as well as any damages “incurred by the owner, importer or consignee of the work.”  The said damages would equate to those granted in circumstances of an interlocutory injunction that is subsequently lifted on final determination.

II.
Proposals for Adoption of Uniform Rules 
The Groups are invited to put forward proposals for adoption of uniform rules regarding border measures and other measures of customs intervention against infringers. More specifically, the Groups are invited to answer the following questions: 

1.
Do you think that the adoption of uniform rules and best practice of customs authorities in the area of border measures and better coordination between countries and at an international level are desirable to improve enforcement? 


Yes, the Canadian Group believes such adoption to be desirable.

2.
What should the scope of border measures be? Do you think that border measures should be available also for goods infringing IP rights for which your national law currently does not provide border measures? If so, which IP rights? Should unfair competition give rise to border measures? Which goods should be excluded by border measures legislation?


The Canadian Group is not of the view that border measures should be extended beyond the current scope that prevails under our national laws.  We are of the view that unfair competition involving registered trade-marks or indications of origin should give rise to border measures.  Goods to be excluded from border measures should be those as provided for in the Canadian Copyright Act.  See the answer to Question 4 above in this regard.

3.
What rules should apply in relation to the lodging and processing of applications for customs action? Should there be a centralised system for managing multiple applications for customs action through a single contact point?  Should there be uniform rules on the provision of information by the applicant? What should the required level of evidence for alleged infringement be?  Should there be uniform rules on the provision of information by the customs authorities?


The usual civil rules of evidence and standard of proof should apply to proceedings relating to border measures and these should take place before the ordinary courts.  The proceedings should require notification to a centralized government authority.  The information to be provided by the applicant should satisfy the court that border measures should be undertaken according to the foregoing standard of evidence.  The level of evidence should follow the usual civil rules, as already mentioned above.  No provision of information by the customs authorities should be required, unless they qualify as an interested party for purposes of seeking an order in their own right if in the pubic interest, in which case the same qualifying information should be required of such authorities as with an ordinary applicant.

4.
What rules should apply in relation to the procedure following notification? Should there be a simplified procedure allowing the destruction of the goods without there being any need to determine whether IP rights have been infringed?  Should there be uniform rules on the examination of the goods by the right holder, security and compensation in the case of wrongful detention of goods and disposal of infringing goods?


The Canadian Group is of the view that a defendant in border measures proceeding should always be notified of the institution of the proceedings.  There should be no destruction or other disposition of the goods without a final determination of infringement or other wrongdoing in the matter.  The Canadian Group is of the view that there should be uniform rules relating to the examination of the offending wares by the rights holder, for the provision of security and for due compensation in the event of wrongful detention or custody of the offending wares.

National Groups are invited to comment on any additional issue concerning border measures and other measures of customs intervention which they find relevant. 

	 

	 
	
	

	TDO-RED #8446883 v. 2 SYMBOL  32 \f Webdings \h \s 9 \u  \* MERGEFORMAT 
	



