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I)
Analysis Of Current Legislation and Case Law

1)
Does your national law provide specific protection for trade-marks or other designations relating to Major Sports Events?

In Canada, marks or other designations relating to Major Sports Events are protectable pursuant to the general laws pertaining to trade-marks, copyright and unfair competition.  In the context of the Olympics and Paralympics, protection is also provided under the Olympic and Paralympic Marks Act (“Olympic Marks Act”).

a)
Trade-marks

A mark, logo or other designation used to identify the origin of wares or services and to distinguish them from the wares or services of others is protectable pursuant to the provisions of the Trade-marks Act and at common law.  

A Canadian trade-mark registration provides the owner with the exclusive right to use the trade-mark in Canada in association with the registered wares and services.  Those exclusive rights are infringed by the use of:

· the registered trade-mark in association with the registered wares and services [section 19]

· a confusing trade-mark (which requires an analysis of all surrounding circumstances including (a) the inherent distinctiveness of the trade-marks and the extent to which they have become known; (b) the length of time the trade-marks have been in use; (c) the nature of the wares, services or business; (d) the nature of the trade; and (e) the degree of resemblance between the trade-marks in appearance or sound or in the ideas suggested by them) [sections 6 & 20];

· the registered trade-mark in a manner that is likely to have the effect of depreciating the value of the goodwill attaching thereto which, pursuant to a recent decision of the Supreme Court of Canada, includes a “dilution” type of cause of action  [section 22].

Prior to obtaining a trade-mark registration, the owner must have used the trade-mark in association with the wares and services intended to be covered by the registration.  

Unregistered trade-marks are also protectable in Canada under section 7(b) of the Trade-marks Act and/or the common law doctrine of passing off.  To succeed in either cause of action, the owner of the unregistered trade-mark must establish three elements, namely:

(a)
the existence of goodwill in the trade-mark; 

(b) 
a deception of the public due to a misrepresentation by the defendant; and 

(c) 
actual or potential damage as a result of the misrepresentation.

b)
Official Marks

The Trade-marks Act also provides protection to “official marks”.  An official mark includes any badge, crest emblem or mark adopted and used by any public authority in Canada for wares or services in respect of which the Registrar of Trade-marks has given public notice of its adoption or use [section 9(1)(n)].  While public notice of an official mark does not confer any exclusive rights per se to the public authority, it does prohibit the adoption in connection with a business, as a trade-mark or otherwise, any mark consisting of, or so nearly resembling as to be likely to be mistaken for, the official mark.  

Protection as an official mark is only available to a “public authority”, which is an entity under the control of a government in Canada and to the benefit of the public.  It is noteworthy that Canadian organization committees for Olympic and Paralympic Games in Canada are considered public authorities and have published official marks in Canada.

c)
Copyright

A mark or other designation, for example a logo, may also be the subject of copyright protection in Canada.  Copyright provides the owner of any work with the exclusive right to, inter alia, produce, reproduce or publish the work, or any substantial portion thereof.  Copyright protection in Canada arises automatically from the creation of the work.  Thus, a copyright registration is not required for protection, although it does provide certain benefits, including presumptions regarding ownership.

d)
Unfair Competition
Marks and other designations may also be protectable in Canada pursuant to unfair competition provisions in the Trade-marks Act and Competition Act.  By way of example, section 7(a) of the Trade-marks Act prohibits making a false or misleading statement tending to discredit the business, wares or services of a competitor.  In addition, section 52 of the Competition Act provides that “no person shall, for the purpose of promoting, directly or indirectly, the supply or use of a product or for the purpose of promoting, directly or indirectly, any business interest, by any means whatever, knowingly or recklessly make a representation to the public that is false or misleading in a material respect”.

d)
Olympic or Paralympic Marks 

Outside the general protection summarized above, Canada has recently enacted the Olympic Marks Act to provide protection to the “Olympic or Paralympic Marks” set out in Schedules 1 and 2 to the legislation (copies of which are attached).  The marks listed in Schedule 1 are protected indefinitely whereas those listed in Schedule 2, which relate more specifically to the 2010 Vancouver Games, are only protected until December 31, 2010.  The rights granted by the Olympic Marks Act are conferred upon, and enforced by, the Canadian Olympic Committee (“COC”), the Canadian Paralympic Committee (“CPC”), as well as a recognized organizing committee of the Olympic and Paralympic Games (“organizing committee”).

Other than the Olympic Marks Act, there is no specific legislation or protection in Canada in respect of marks or other designations relating to Major Sporting Events
2)
If so, please explain whether – and in the affirmative in what way – the following trademark law requirements differentiate from the corresponding requirements in general rules of trademark law:

a) 
Requirement of distinctiveness

b) 
Use requirement.

The protection provided to Olympic or Paralympic Marks is automatic as a result of the enactment of the Olympic Marks Act.  As such, neither use nor distinctiveness is a requirement for obtaining or preserving protection of Olympic or Paralympic Marks.  Additionally, in respect of official marks, distinctiveness is not a requirement.

3)
Also, please explain whether – and in the affirmative in what way – the following differentiate from the general rules of trademark law:

a)
Is the scope of protection of trademarks which relate to Major Sports Events narrowed or extended compared to the scope of protection of other trademarks?

b)
Does use as a mark constitute a precondition for infringement of trademarks which relate to Major Sports Events or is the requirement of use as a mark not applied in relation to infringement of those trademarks?

c)
Is the protection period for trademarks which relate to Major Sports Events the same as the protection period for other trademarks?

d)
Is the determination of third party traders’ legitimate interest in fair use different for trademarks which relate to a Major Sports Event than for other trademarks?

The protection provided to Olympic or Paralympic Marks under the Olympic Marks Act is broader than the protection provided to a trade-mark pursuant to the provisions of the Trade-marks Act or at common law.  

The Olympic Marks Act prohibits the unauthorized:

· adoption or use in connection with a business, as a trade-mark or otherwise, of:

· an Olympic or Paralympic Mark; or 

· a mark that so nearly resembles an Olympic or Paralympic Mark as to be likely to be mistaken for it; and

· use in connection with a business, as a trade-mark or otherwise, of a mark that is a translation in any language of an Olympic or Paralympic Mark.

As referenced above, a trade-mark registration provides protection against “use” of the registered trade-mark or a confusing trade-mark.  As a result, there are two key distinctions between the scope of protection provided, namely:

· First, the Trade-marks Act requires use of the mark as a “trade-mark” by the infringing party (use for the purpose of distinguishing the wares or services from the wares and services of others).  The Olympic Marks Act is broader in that it protects against the use of the mark “as a trade-mark or otherwise”.  

· Second, protection under the Trade-marks Act not only involves assessing the degree of resemblance between the marks in issue, but also consideration of all surrounding circumstances including the wares, services and channels of trade in association with which the marks are used.  Since the protection provided to Olympic or Paralympic Marks is not in respect of certain specified wares or services, it appears that the primary issue will be the degree of resemblance between the marks.

The scope of protection provided to Olympic or Paralympic Marks is virtually identical to the protection provided to official marks under the Trade-marks Act (see discussion above).  However, one difference is that Olympic or Paralympic Marks are protected against translations in any language, protection which is not specifically afforded to official marks.

A registration under the Trade-marks Act must be renewed every 15 years (and is always subject to challenge by third parties on a variety of grounds including failure to use and/or lack of distinctiveness).  Official marks are protected indefinitely under the Trade-marks Act.  Except for the marks in Schedule 2 which expire on December 31, 2010, there is no specified term for the protection provided to Olympic or Paralympic Marks pursuant to the Olympic Marks Act (and there is no specified procedure to challenge the protection provided to them).

The Olympic Marks Act provides some “fair use” provisions which restrict the scope of protection provided to Olympic or Paralympic Marks.  In particular, the Olympic Marks Act does not preclude:

· the use of a trade-mark by an owner or licensee of the trade-mark, if an owner or licensee used the trade-mark before March 2, 2007 and the use subsequent to that date is in association with the same wares or services or any other wares or services of the same general class, as those for which the trade-mark was used before that date or in respect of which it is registered under the Trade-marks Act (for any marks added to Schedule 1 or 2 at a future date, the relevant date is the date the amendments adding the mark is published to the Canadian public);

· the use of official marks by Her Majesty, a university, a public authority, or a person authorized by any such entity, for which public notice was provided under section 9(1)(n) of the Trade-marks Act before March 2, 2007 (for any marks added to Schedule 1 or 2 at a future date, the relevant date is the date the amendments adding the mark is published to the Canadian public);

· the use of a protected geographical indication identifying a wine or spirit, if the wine or spirit originates in the territory indicated by the indication;

· the use by a person of their address, the geographical name of their place of business, an accurate indication of the origin of their wares or services, or an accurate description of their wares or services to the extent that the description is necessary to explain those wares or services to the public;

· the use by an individual of their name; 

· the use by a past or present Olympian, or another person with that individual’s consent, of the mark “Olympian”, “Olympic”, “Olympien” or “Olympique”, or “Paralympian”, “Paralympic”, “Paralympien” or “Paralympique”, as the case may be, in reference to the individual’s participation in, or selection for, those Games; or

· the use of an Olympic or Paralympic mark or a translation of it in any language in the publication or broadcasting of a news report relating to Olympic Games or Paralympic Games or for the purposes of criticism or parody relating to Olympic Games or Paralympic Games; and

· the inclusion of an Olympic or Paralympic Mark, or a translation of it in any language, in an artistic work (within the meaning of the Copyright Act) by the author of that work if the work is not reproduced on a commercial scale.

4)
Does your national law provide for a specific registration procedure for trademarks relating to Major Sports Events?

No.  As referenced above, the only specific legislation is the Olympic Marks Act and there is no registration procedure for Olympic or Paralympic Marks.

5)
What are the possible remedies in respect of infringements of trademarks relating to Major Sports Events? Do they differ from the remedies applicable to other trademark infringements?

In Canada, generally speaking, a variety of remedies are potentially available in all trade-mark, copyright, and unfair competition actions depending on the circumstances, including:

(a) interim, interlocutory and permanent injunctions;

(b) seizure of evidence before judgment;

(c) general damages for the infringing activity or an accounting of the infringer’s profits;

(d) delivery up or destruction of infringing articles post judgment; and/or

(e) punitive and exemplary damages.

Interim and interlocutory injunctions can be difficult to obtain as the party seeking the injunction must establish, on clear, non-speculative evidence, that it will suffer “irreparable harm” if the injunction is not granted.  “Irreparable harm” is harm which either cannot be quantified in monetary terms or which cannot be readily cured.

In respect of seizure before judgment orders (e.g. “Anton Piller Orders”), the party seeking the order must present clear evidence that the defendant possesses relevant articles, documents or other evidence and that there is a real possibility that such material may be destroyed before an application inter parties can be made.  Additionally, in a copyright infringement action, section 38(1) of the Copyright Act specifically provides that the owner of copyright in a work may take proceedings for seizure before judgment of infringing copies of a work or plates used or intended to be used for the production of infringing copies “as if those copies or plates were the property of the copyright owner”.

The remedies available under the Olympic Marks Act potentially include each of the forms of relief outlined above depending on the circumstances.  In addition, the statute also includes provisions that expand upon the scope of the remedies available.  In particular, in view of the upcoming Winter Games in Vancouver, the Olympic Marks Act specifically provides that until December 31, 2010, irreparable harm is not required to obtain an interim or interlocutory injunction.  The Olympic Marks Act also includes express provisions pertaining to the seizure and disposition of imported wares at the Canadian border.

6)
What are the possibilities under your national law of reacting against non-official sponsors’ use or registration of trademarks which take place before a Major Sports Event and which relate to the Major Sports Event?

See comments above regarding interim and interlocutory injunctions and seizure before judgment orders.

7)
Does your national law provide for protection against Ambush Marketing? In the affirmative, is such protection set out in the law protecting trademark rights, in the laws against unfair competition, or both?

Protection against some forms of “Ambush Marketing” is provided through the general trade-mark, copyright and unfair competition laws and the general remedies that made may be available, as summarized above.  

In addition, further protection is presently provided in the Olympic Marks Act for the upcoming Winter Games in Vancouver.  In particular, the statute provides that no person shall, in association with a trade-mark or other mark, promote or otherwise direct public attention to their business, wares or services in a manner that misleads or is likely to mislead the public into believing that:

(a) 
the person’s business, wares or services are approved, authorized or endorsed by an organizing committee, the COC or the CPC; or

(b) 
a business association exists between the person’s business and the Olympic Games, the Paralympic Games, an organizing committee, the COC or the CPC.

In considering whether there has been a violation of this provision, the Olympic Marks Act provides that the Court must take into account use of combinations of a number of specified expressions, which are set out in Schedule 3 to the Olympic Marks Act, a copy of which is attached.  This provision remains in force until December 31, 2010.

8)
Does your national law provide for specific trademark protection or protection against unfair competition relating to other major events, such as film, art or music festivals, World Expos and other similar events?

Apart from the general trade-mark, copyright and unfair competition protection outlined above, Canada does not provide specific trademark protection or protection against unfair competition relating to other major events, such as film, art or music festivals, World Expos and other similar events.

SCHEDULE 1

MARKS

	1.
	Canadian Olympic Committee

	2.
	Canadian Paralympic Committee

	3.
	Citius, Altius, Fortius

	4.
	Comité international olympique

	5.
	Comité international paralympique

	6.
	Comité olympique canadien

	7.
	Comité paralympique canadien

	8.
	Faster, Higher, Stronger

	9.
	International Olympic Committee

	10.
	International Paralympic Committee

	11.
	Jeux olympiques

	12.
	Jeux paralympiques

	13.
	L’esprit en mouvement

	14.
	Olympia

	15.
	Olympiad

	16.
	Olympiades

	17
	Olympian

	18.
	Olympic

	19.
	Olympic Games

	20.
	Olympics

	21.
	Olympie

	22.
	Olympien

	23.
	Olympique

	24.
	Olympiques

	25.
	Paralympiad

	26.
	Paralympiades

	27.
	Paralympian

	28.
	Paralympic

	29.
	Paralympic Games

	30.
	Paralympics

	31.
	Paralympien

	32.
	Paralympique

	33.
	Paralympiques

	34.
	Plus vite, plus haut, plus fort

	35.
	Spirit in Motion

	36.
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SCHEDULE 2
MARKS

	
	Column 1
	Column 2

	Item
	Mark
	Expiry Date

	1.
	Canada 2010
	December 31, 2010

	2.
	Canada’s Games
	December 31, 2010

	3.
	Comité d’organisation des Jeux olympiques et paralympiques d’hiver de 2010 à Vancouver
	December 31, 2010

	4.
	COVAN
	December 31, 2010

	5.
	Games City
	December 31, 2010

	6.
	Jeux de Vancouver
	December 31, 2010

	7.
	Jeux de Whistler
	December 31, 2010

	8.
	Jeux du Canada
	December 31, 2010

	9.
	Les Jeux entre mer et ciel
	December 31, 2010

	10.
	Sea to Sky Games
	December 31, 2010

	11.
	Vancouver 2010
	December 31, 2010

	12.
	Vancouver Games
	December 31, 2010

	13.
	Vancouver Organizing Committee for the 2010 Olympic and Paralympic Winter Games
	December 31, 2010

	14.
	VANOC
	December 31, 2010

	15.
	Ville des Jeux
	December 31, 2010

	16.
	Whistler 2010
	December 31, 2010

	17.
	Whistler Games
	December 31, 2010

	18.
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	December 31, 2010
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	December 31, 2010


SCHEDULE 3
EXPRESSIONS

Part 1

	1.
	Games

	2.
	2010

	3.
	Twenty-ten

	4.
	21st

	5.
	Twenty-first

	6.
	XXIst

	7.
	10th

	8.
	Tenth

	9.
	Xth

	10.
	Medals


Part 2

	1.
	Winter

	2.
	Gold

	3.
	Silver

	4.
	Bronze

	5.
	Sponsor

	6.
	Vancouver

	7.
	Whistler
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